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DETAILED ACTION 
Claim Rejections • 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior.art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 

Claims 1,4,5,and 8-10 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Woolsey et al US Patent 7042737. 

Regarding claim 1 , Woolsey et al discloses an assembly comprising: 
a chassis(element 102, Figs 1-12) configured to mount to an equipment rack, the 
chassis including: an electrically-conductive buss(element 108, Figs 1-12); 
an electrically-conductive ground member(element 126, Figs 1-12) coupled to the buss 
and configured and disposed to be connected to a grounding mechanism; and a 
plurality of electrically-conductive bias members(element 132, Figs 1-12) coupled to the 
buss; and 



Application/Control Number: 10/766,055 Page 3 

Art Unit: 2841 

a plurality of surge-protection modules(element 106, Figs 1-12) configured to be 
removably inserted into and coupled to the chassis, the modules each including a 
printed circuit board(element 112, Figs 1-12) and first and second 
receptacles(elements 116, Figs 1-12) for receiving connectors and coupling the 
connectors to the circuit board, 

the circuit boards each including a grounding contact portion and surge protection 
circuitry portion and surge protection circuitry configured to inhibit an electrical surge 
received at the first receptacle from reaching the second receptacle (column 5, lines 8- 
22); 

wherein the chassis and the modules are configured such that the circuit boards 
are disposed between respective bias members when inserted in the chassis, with the 
grounding contact portion of each circuit board in electrical contact with at least a 
respective one of the bias members(see elements 102,108,106,132, Figs 1-12, see 
column 5, lines 8-22). 

Additionally regarding claim 1, recitations throughout that an element is "configured to" 
perform a function ,or, "configured such that" a function can be performed are not 
deemed by the Office as positive recitations, and, only requires the ability to so perform. 
In this case the prior art of record is deemed as at least possessing such ability. 
Regarding claim 4, Woolsey et al discloses wherein the grounding contact portions of 
the printed circuit boards extend at least as far as a distance between locations where 
the bias members contact the circuit boards the modules are fully inserted into the 
chassis(see elements 112,132, Figs 1-12). 
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Regarding claim 5, Woolsey et al discloses wherein at least one of the module and the 
chassis includes a member(see elements 136,134, Figs 1-12) for interfering with the 
other of the module and the chassis with the module received by the chassis to inhibit 
separation of the module from the chassis. 

Regarding claim 8, Woolsey et al discloses an assembly comprising: 
a housing (element 102, Figs 1-12) configured to provide a plurality of openings sized 
and shaped to receive the modules, and configured to be mounted in the rack; 
an electrically-conductive buss(element 108, Figs 1-12) coupled to the housing and 
extending along a length of the housing; 

an electrically-conductive ground member(element 126, Figs 1-12) coupled to the buss 
and configured and disposed to be connected to a grounding mechanism; and 

a plurality of electrically-conductive bias members(element 132, Figs 1-12) 
coupled to the buss and configured and disposed to contact and be biased against 
portions of respective circuit boards(element 112, Figs 1-12) of the modules with the 
modules received by the chassis. 

Additionally regarding claim 8, recitations throughout that an element is "configured to" 
perform a function ,or, "configured such that" a function can be performed are not 
deemed by the Office as positive recitations, and, only requires the ability to so perform. 
In this case the prior art of record is deemed as at least possessing such ability. 
Regarding claim 9, Woolsey et al discloses wherein the bias members are disposed in 
opposing pairs(element 132, Figs 1-12). 
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Regarding claim 10, Woolsey et al discloses wherein two pairs of the bias 
members(element 132, Figs1-12) are disposed to receive each circuit board. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form 
the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 14-24 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Takahashi et al et al US Patent 6552915. 

Regarding claim 14, Takahashi et al discloses a module comprising: 

a circuit board(element 43, Figs 1-26C) configured to provide surge-protection between 

an input and an output; and 

a housing(element 41, Figs 1-26C) connected to the circuit board, 
the housing defining a plurality of receptacles(element 44, Figs 1-26C) for receiving a 
plurality of data connectors, the receptacles disposed such that connectors received by 
the receptacles will electrically couple to the input and the output.respectively.of the 
circuit board, 

the housing including an inhibiting member(elements 49,50 Figs 1-26C)configured and 
disposed to interfere with a portion of the chassis(element 10, Figs 1-26C) with the 
module received by the chassis such that separation of the module from the chassis is 
inhibited. 
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Additionally regarding claim 14, recitations throughout that an element is "configured to" 
perform a function ,or, "configured such that" a function can be performed are not 
deemed by the Office as positive recitations, and, only requires the ability to so perform. 
In this case the prior art of record is deemed as at least possessing such ability. 
Regarding claim 15, Takahashi et al discloses wherein the inhibiting member(elements 
49,50 Figs 1-26C) is flexible and includes a tab(elements 30e, 90d, Figs 1-26C), the 
inhibiting member being configured to have the tab urged inwardly by the chassis during 
insertion of the module into the chassis and to move outwardly when the tab aligns with 
an opening provided by the chassis such that the tab will interfere with the chassis if the 
module and chassis are urged to separate. 

Regarding claim 16, Takahashi et al discloses wherein the tab is rounded (elements 
30e, 90d, Figs 1-26C). 

Regarding claim 17, Takahashi et al discloses wherein the housing includes a plurality 
of grip portions (elements 49, 50, 91b, Figs 1-26C) configured to be grasped by a user 
for pulling the housing to separate the module from the chassis. 
Regarding claim 18, Takahashi etal discloses wherein the grip portions (elements 
91b, Figs 1-26C) provide grooves extending transverse to a direction of insertion of the 
module into the housing. 

Regarding claim 19, Takahashi et al discloses wherein the housing provides two grip 
portions (elements 49,50,91b, Figs 1-26C) that extend away from a front face of the 
housing and that are disposed near a top and a bottom of the housing, respectively. 
Regarding claim 20, Takahashi et al discloses an assembly comprising: 
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a chassis (element 41 , Figs 1-26C) configured to mount to an equipment rack, the 
chassis providing a grounding network from an interior of the chassis to a terminal 
configured to be connected to by an external ground connector(column 7, lines 5-15); 
and a plurality of modules(element 16, Figs 1-26C) configured to be repeatedly inserted 
into and removed from the chassis, the modules each being configured to connect to a 
plurality of data line connectors, and to provide a surge-protected electrical connection 
between the plurality of connectors connected to each module such that the surge- 
protected electrical connection will be disconnected in response to an electrical surge; 
(column 6, lines 44-67); 

wherein the modules and the chassis are configured such that the modules and the 
chassis will inhibit separation of the modules and the chassis if the modules are urged 
to separate from the chassis, and to allow separation of the modules from the chassis 
upon application of at least a threshold separation force(elements 49, 50, Figs 1-26, 
column 11, lines 44-67). 

Additionally regarding claim 20, recitations throughout that an element is "configured to" 
perform a function ,or, "configured such that" a function can be performed are not 
deemed by the Office as positive recitations, and, only requires the ability to so perform. 
In this case the prior art of record is deemed as at least possessing such ability. 
Regarding claim 21, Takahashi etal discloses wherein the chassis and the modules 
are configured such that the threshold separation force is at least about 1 pound 
(column 11, lines 44-67). 
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Regarding claim 22, Takahashi et al discloses wherein the chassis and the modules 
are configured such that the threshold separation force is at least about 2 pounds 
(column 11, lines 44-67). 

Regarding claim 23, Takahashi et al discloses wherein the chassis has a height of 
about 1 U(element 41 , Figs 1-26C). 

Regarding claim 24, Takahashi et al discloses wherein surge protection of different 
modules is configured differently to provide surge protection for different types of data 
lines, and wherein the modules each include a visual indication of a type of data line for 
which the surge protection of the respective module is configured(see column 6, line 60 
- column 7, line 12). 



Claim Rejections - 35 (JSC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2,3,6,7, and 11-13 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Woolsey et al US Patent 7042737 in view of Takahashi et al US 

Patent 6552915. 
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Regarding claim 2, Woolsey et al discloses the instant claimed invention except 
wherein the chassis is configured with a plurality of guides for guiding the printed circuit 
boards of the modules into the chassis and in between the bias members. 
Takahashi et al discloses an assembly wherein a chassis(element 15, Figs 1-26C) is 
configured with a plurality of guides (element 30a, Figs 1-26C) for guiding the printed 
circuit boards of the modules into the chassis and in between the bias members. 
Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included guides in the chassis in the manner as taught by 
Takahashi et al in the assembly as taught by Woolsey et al as guides are commonly 
used in the art to provide a channel within a chassis for ease of insertion and extraction 
of modules placed therein, as well as, provide easy alignment of the modules with 
connector on a backplane when the module is inserted therein. 
Regarding claim 3, Woolsey et al discloses the instant claimed invention except wherein 
the chassis provides slots with walls of the slots serving as the guides. 
Takashi et al discloses an assembly wherein the chassis provides slots with walls of the 
slots serving as the guides(element 30a, Figs 1-26C). 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided slots with walls as taught by Takashi et al in the 
assembly as taught by Woolsey et al as slots are widely used in the art to provide a 
pathway along a chassis wall for guiding a plug in unit into the chassis. 
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Regarding claim 6, Woolsey et al discloses the instant claimed invention except wherein 
each module includes a bias arm for engaging a ledge of the chassis to retain the 
modules in the chassis. 

Takahashi et al discloses an assembly wherein each module includes a bias arm(see 
elements 49, 50, Figs 1-26C) for engaging a ledge of the chassis to retain the modules 
in the chassis. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included a bias arm on the modules in the manner as 
taught by Takahashi et al in the assembly as taught by Woolsey et al as bias arms are 
widely used in the art in order to securely lock a module inserted into a chassis to 
prevent disconnection therefrom. 

Regarding claim 7, Woolsey et al discloses the instant claimed invention except wherein 
the bias arms are configured to deflect in response to a threshold of force being applied 
to the modules to permit removal of the modules from the chassis. 
Takahashi et al discloses an assembly wherein bias arms(see elements 49, 50, Figs 1- 
26C) are configured to deflect in response to a threshold of force being applied to the 
modules to permit removal of the modules from the chassis. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have configured the bias arms in the manner as taught by 
Takahashi et al in the modules as taught by Woolsey et al for the purpose of easily 
locking and unlocking the module from the chassis(column 11, lines 64-67) 
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Regarding claim 11, Woolsey et al discloses the instant claimed invention except 
wherein the housing provides guides for guiding the circuit boards into contact with 
the bias members. 

Takahashi et al discloses an assembly wherein a housing (element 15, Figs 1-26C) 
provides guides (element 30a, Figs 1-26C) for guiding the circuit boards into contact 
with the bias members. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included guides in the chassis in the manner as taught by 
Takahashi et al in the assembly as taught by Woolsey et al as guides are commonly 
used in the art to provide a channel within a chassis for ease of insertion and extraction 
of modules placed therein, as well as, provide easy alignment of the modules with 
connector on a backplane when the module is inserted therein. 
Regarding claim 12, Woolsey et al discloses the instant claimed invention except 
wherein the housing defines a plurality of slots with the walls of the slots serving as the 
guides. 

Takashi et al discloses an assembly wherein a housing defines a plurality of slots with 
the walls of the slots serving as the guides (element 30a, Figs 1-26C). 
Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided slots with walls as taught by Takashi et al in the 
assembly as taught by Woolsey et al as slots are widely used in the art to provide a 
pathway along a chassis wall for guiding a plug in unit into the chassis. 
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Regarding claim 13, Woolsey et al discloses the instant claimed invention except 
wherein the housing defines a top and a bottom slot for each of the circuit boards. 
Takahashi et al discloses an assembly wherein a housing(element 15, Figs 1-26C) 
defines a top and a bottom slot(elements 30a, Figs 1-26C) for each of the circuit 
boards. 

Accordingly, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included top and bottom slots in the chassis in the manner 
as taught by Takahashi et al in the assembly as taught by Woolsey et al as slots are 
commonly provided on both sidewalls of a chassis to provide a channel therein for ease 
of insertion and extraction of modules placed therein, as well as, provide easy alignment 
of the modules with connector on a backplane when the module is inserted therein. 



Response to Arguments 

Applicant's arguments filed 03/37/2007 and 05/07/2007 have been fully considered but 
they are not persuasive. Applicant argues regarding independent claim 8, that Woolsey 
does not teach, disclose or suggest a chassis for use in a rack of electronic data 
communications equipment and with modules configured for data communications 
including electrically-conductive bias members coupled to a buss and configured and 
disposed to contact and be biased against portions of respective circuit boards. 
In response, the Office indicates that the recitation of a chassis for use in a rack of 
electronic data communications equipment and with modules configured for data 
communications has not been given patentable weight because the recitation occurs in 
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the preamble. A preamble is generally not accorded any patentable weight where it 
merely recites the purpose of a process or the intended use of a structure, and where 
the body of the claim does not depend on the preamble for completeness but, instead, 
the process steps or structural limitations are able to stand alone. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). Moreover, regarding the recitation of including 
electrically-conductive bias members coupled to a buss and configured and disposed to 
contact and be biased against portions of respective circuit boards, the Office points out 
that recitations throughout that an element is "configured to" perform a function ,or, 
"configured such that" a function can be performed are not deemed by the Office as 
positive recitations, and, only requires the ability to so perform. In this case the prior art 
of record is deemed as at least possessing such ability. 

Applicant argues, regarding independent claim 14, that Takahashi does not teach, 
disclose, or suggest a replaceable module for use with a rack-mountable data 
communications chassis that provides a plurality of openings each configured for 
receiving the module including a circuit board configured to provide surge-protection 
between an input and an output. 

In response, the Office indicates that the recitation of a replaceable module for use with 
a rack-mountable data communications chassis that provides a plurality of openings 
each configured for receiving the module has not been given patentable weight because 
the recitation occurs in the preamble. A preamble is generally not accorded any 
patentable weight where it merely recites the purpose of a process or the intended use 
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of a structure, and where the body of the claim does not depend on the preamble for 
completeness but, instead, the process steps or structural limitations are able to stand 
alone. Moreover, regarding the recitation of including a circuit board configured to 
provide surge-protection between an input and an output, the Office again points out 
that recitations throughout that an element is "configured to" perform a function ,or, 
"configured such that" a function can be performed are not deemed by the Office as 
positive recitations, and, only requires the ability to so perform. In this case the prior art 
of record is deemed as at least possessing such ability. 

1 . THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dameon E. Levi whose telephone number is (571) 272- 
2105. The examiner can normally be reached on Mon.-Thurs. (9:00 - 5:00) IFP, Fridays 
Telework. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dean Reichard can be reached on (571) 272-1984. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Dameon E Levi 
Examiner 
Art Unit 2841 

DEL 




